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1. Introduction

One of the main problems in Spanish patent
law in recent years has been the effects on
chemical-pharmaceutical patents of the en-
try into force of the Agreement on the as-
pects of intellectual property rights related
to commerce, of 15 April 1994 (ADPIC).

As is well known, in Spanish law inventions
of chemical and pharmaceutical products
were not patentable before 7 October 1992
[First Transitional Provision of the 1986 Pa-
tent Law; Instrument of 10 July 1986, on
adhesion to the European Patent Conven-
tion (EPC) and Transitory Provision of Royal
Decree 244/1986, of 27 November 1986,
on EPC application in Spain]. This situation
led the European Patent Office (EPO) to
take into account the ban on the patenta-
bility of chemical-pharmaceutical products
in Spain until 1992 and recommend appli-
cants for European patents which inclu-
ded product claims to draft a specific set
of claims for Spain (Communication of the
President of the EPO of 13 May 1992).

Many applicants for European patents fo-
llowed this recommendation, so they va-
lidated their patents in Spain with a set of

claims which included no product claims.
However, many other applicants for Euro-
pean patents before 7 October 1992 did
not follow EPO recommendations and vali-
dated the same set of claims in all designa-
ted countries, including Spain. In this way,
they took the risk that these product claims
might be later declared invalid by Courts of
Justice.

After the entry into force of the ADPIC
Agreement, holders of these European pa-
tents validated in Spain have invoked said
Agreement to prevent European patents
validated in Spain, with product claims, re-
quested before 7 October 1992, to be de-
clared invalid.

Moreover, the holders of European patents
which included product claims but who
drafted a specific set of claims for Spain
including only process claims (following
the Communication by the President of the
EPO of 13 May 1992), have argued that the
ADPIC Agreement allows them to add new
product claims.

Against this background, the EPO Commu-
nication of 8 March 2007 established that
applicants for patents pending grant could
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expand their claims following the entry into
force of ADPIC. This Communication was
interpreted by some sectors as acknowled-
gement by EPO that the ADPIC Convention
allowed amendment of chemical-pharma-
ceutical patents granted before the entry
into force of ADPIC to include protection of
chemical-pharmaceutical products as such.
For this reason, and for clarification purpo-
ses, EPO published a new Communication
specifying that the Communication of 8
March 2007 refers only to pending Euro-
pean patent applications.

. Revision of European Patent Transla-
tions in the Jurisprudence of the Ad-
ministrative Chamber of the Spanish
Supreme Court

Some holders of European patents, appli-
cations for which were made before phar-
maceutical products could be patented in
Spain, have tried to add product claims by
amending the translation of European pa-
tent documents, regulated by article 70 of
the 1973 Convention on granting of Euro-
pean patents, which establishes that any
State requiring the translation of European
patent claims must allow the patent appli-
cant or holder to provide a revised transla-
tion of the European patent application or
the European patent. (In the same sense,
article 12 of RD 2424/1986, on application
of EPC).

Given the refusal to amend these
claims on the part of the Spanish Pa-
tent and Trademark Office, the issue was
brought before the Third Chamber of the
Supreme Court, which passed several rulings
on this matter [rulings of de 4 November
2010 (RJ\2010\7928 and RJ\2010\7103) of
3 March 2011, 16 September 2011, 21 No-
vember 2011 (JUR\2011\413826)]. In the-
se decisions, the Supreme Court denies that
the Spanish Patent and Trademark Office
plays a merely automatic role when publis-
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hing revised translations. On the contrary,
it must perform a qualification and control
work. In addition, the Supreme Court finds
that a revised translation cannot be unders-
tood to allow only the correction of potential
mistakes or inaccuracies, but it also makes
it possible “to add claims included in the Eu-
ropean patents but not included for whate-
ver reason in the translation submitted in
another State”.

The Supreme Court also highlights that the
possibility of submitting a revised transla-
tion is not subject to a deadline, and can
be exercised at any time after publication
of the original translation. (According to
the SC, this can be inferred from the fact
that no specific deadline is given in the EPC
as well as from article 12 in Royal Decree
2424/1986, and from the aim of giving the
possibility of submitting a revised transla-
tion).

.Order no. 130/12 of Commercial Court

no. 4 of Barcelona, of 7 May 2012

3.1. Given this jurisprudential background
on revised translation, Commercial
Court no. 4 of Barcelona issued, on
7 May 2012, Order no. 130/12, den-
ying precautionary measures.

The Order is part of the litigation
between the holder of a complemen-
tary protection certificate for drugs
and several companies, to which the
claimant attributes infringement of
the complementary protection certi-
ficate, as well as unfair competition.
The claimant’s certificate is based
on a European patent applied for on
1 June 1998 and expired on 1 June
2009. What is relevant about this
case is that this European patent in-
cluded three different sets of claims,
depending on the country for which
protection was requested. Thus, the
European patent granted for Spain
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3.2.

included process claims in English
(the official language for the Euro-
pean Patent Office process). Howe-
ver, the set of claims submitted for
other countries, such as Austria, Bel-
gium, Switzerland, Germany, etc. in-
cluded product claims.

The translation of the set of claims for
Spain was submitted in 1995. Howe-
ver, in 2006 the patent holder submit-
ted a new translation which included
product claims to the Spanish Patent
and Trademark Office. After the Spa-
nish Patent and Trademark Office re-
fused to publish the new translation,
and after the Madrid High Court of
Justice supported the Spanish Patent
and Trademark Office’s decision, the
patent holder filed a cassation appeal
with the Supreme Court. And it was
precisely in response to that appeal
that the Third Chamber of the Su-
preme Court passed its ruling of 16
September 2011, mentioned before,
in which it accepts publication of the
revised translation, including product
claims (the publication took place on
7 February 2012).

Given these new products claims, the
holder of the CPC granted after expiry
of the patent believes that the defen-
dants breach the right of exclusivity
granted by the certificate, as they
market or manufacture, or are able
to market or certificate, generic drugs
that contain the active substance pro-
tected by the product claims.

In denying the request for pre-
cautionary measured made by the
claimants, Order no. 130/12 of the
Commercial Court no. 4 of Barcelo-
na is firstly based on the close con-
nection between a complementary
protection certificate and the patent
on which it is based. In this sen-
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se, the Order points out that “the
CPC is not an industrial property
title different from the patent”. To
this end, it invokes the ECJ ruling of
13 July 1995 and Advocate-General
Jabobs’s conclusions, giving the le-
gal basis invoked to pass the Com-
munity Regulations establishing the
CPC, and which establish that the
certificate is not a different indus-
trial property title. However, it must
be reminded that these statements
by the ECH and the Advocate-Ge-
neral are absolutely reprehensible,
as, Prof. Botana says, “beyond any
doubt, this certificate constitutes a
new title, as it extends the duration
of a protection not granted by the
patent itself” (Botana Acra, “Fraca-
so de la impugnacién por Espafia
del Reglamento sobre el certificado
complementario de proteccion para
los medicamentos”, ADI 16, page.
982).

However, and regardless of the deba-
te on whether the CPC is a distinct
industrial property title, what seems
to be beyond all doubt is the fact that
“the certificate shall confer the same
rights as the patent on which it is ba-
sed, and shall be subject to the same
limitations and obligations” (article 5
of the Regulations). For this reason,
and as stated by the Order, “the clai-
mant intends to extend the scope of
protection of the original patent and
thus the scope of protection of the
CPC by means of the Revised Trans-
lation”.

However, as regards extension of the
protection of the patent on which the
CPC is based, the Commercial Court
no. 4 of Barcelona points out that
the scope of protection of a Euro-
pean patent is determined by whate-
ver claims have been granted for the
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Member State of the EPC for which
they had been requested. On this ba-
sis, it concludes that extension of the
European patent as granted for Spain
cannot be regarded as having taken
place.
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to amend the European patent gran-
ted for Spain. It is merely responsible
for verifying whether the translation
matches the European patent as re-
quested for our country”.

3.3. This interpretation by Commercial
Indeed, according to the Order in Court no. 4 of Barcelona finally re-
question, the key lies in the text of jects the possibility for holders of
the patent as it appears in the lan- chemical-pharmaceutical European
guage of the proceedings. For, as patents who submitted a specific set
stipulated by article 70.1 of the EPC, of process claims for Spain to invoke
“the text of a European patent appli- any product claims which have been
cation or a European patent in the added by means of translation revi-
language of the proceedings shall be sion. The Order is aware of this fact,
the authentic text in any proceedings as it states that whenever patent hol-
before the European Patent Office ders attempt to do so “they will come
and in any Contracting State”. Even across the unsurpassable obstacle of
though article 70.3 of the EPC makes the discrepancy between the text pro-
it possible for a State to regard as viding the content of the patent (the
authentic a translation into an official unamended original) and the transla-
language in that State, this is only tion”. Nor shall extension of the Euro-
possible “in the event of the Euro- pean patent granted for Spain be ob-
pean patent application or European tained by means of a request to the
patent in the language of the trans- EPO, as art. 123.3 of the EPC stipu-
lation conferring protection which is lates that “the European patent may
narrower than that conferred by it not be amended in such a way as to
in the language of the proceedings.” extend the protection it confers”, and
(This is also specified in article 11 of because, as was already stated, the
Royal Decree 2424/1986). Communication by the President of
the EPO Communication of 18 June
Given this background, Commercial 2007 establishes that any attempt of
Court no. 4 of Barcelona finds that this kind will be turned down.
the Spanish translation should not
be taken into account, for, after its Given this decision, one might won-
revision, the European patent in the der whether it follows the ruling pre-
language of the translation (Spanish) viously passed by the Third Chamber
confers a broader protection than that of the Supreme Court. The Order of
conferred by the language of the pro- Commercial Court no. 4 of Barcelona
ceedings (English). The following sta- establishes that there is no contra-
tements in the Order are absolutely diction. According to the Commercial
clear: "The claims in the patent gran- Court, the Supreme Court has analy-
ted for the first group of countries, but sed the effects of ADPIC on the ac-
not for Spain, have been translated, tions of the Spanish Patent and Tra-
not modifying the claims specifically demark Office, without prejudice to
granted for Spain by the only compe- the effects which publication of a re-
tent body, the European Patent and vised translation of the claims might
Trademark Office. The Spanish Office have on the scope of the patent. As
(...) is competent neither to grant nor stated in the Order: "The Supreme
JUNE 2012 4
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Court has merely ruled on the matter
in question, namely, publication of a
revised translation of the European
patent, and it focuses on rejecting
that Spain’s detachment within the
EPC as regards the patentability of
pharmaceutical products, after entry
into force of ADPIC may constitute
an argument to deny its publication.
However, the Supreme Court is fully
aware that, firstly, it fell to the Office
and not to the Supreme Court to es-
tablish whether the translation mat-
ched the European patent as granted
for Spain, that is to say, whether the
original text of the European patent
included the translated claims and,
secondly, that, ultimately, the legal
scope of publication of the translation
of the patent might be controversial,
among other things by contrave-
ning the original text, and that said
controversy must be disregarded by
courts in other jurisdictions”.

It should be taken into account that,
even though the Third Chamber of
the Supreme Court has expressly ac-
cepted that the revised translation
may give rise to a broader protec-
tion than was conferred by the ini-
tial translation, the key lies in esta-
blishing whether that extension may
exceed the text in the original lan-
guage submitted at the Patent and
Trademark Office. The Third Cham-
ber of the Supreme Court does not
expressly analyse this issue, but the
Order discussed here does so, rejec-
ting such a possibility.

However, Commercial Court no. 4
of Barcelona does acknowledge “the
highly difficult nature of the issue”.
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For this reason, it remains to be
seen whether the Civil Chamber of
the Supreme Court supports this in-
terpretation or not.

Indeed, some rulings in the civil
domain have remarked that the
fact that a specific set of claims has
been submitted for Spain following
the recommendation made by the
President of the EPO “cannot invol-
ve self-limitation on the part of the
claimant as regards legal protection
of the invention” [Ruling of Com-
mercial Court no. 6 of Madrid, of 19
October 2007 (EDJ 2007/201861)],
“in such a way that said submission
would in no case limit the protec-
tion conferred by a patent whose
description and claims included a
comprehensive technical regulation
for the pharmaceutical product”
[Ruling of the Provincial Court
of Madrid (sec 28) of 26 October
2006].

In any case, it is clear that, if the
thesis put forward by the Order of
Commercial Court no. 4 of Barce-
lona were to be upheld, the only
possibility of making the extension
of the protection of a European pa-
tent effective before civil Courts
by means of a revised translation
would be that in which, following an
application for a patent with product
claims, the translation initially sub-
mitted had excluded these claims.
That is, the Order thesis would not
affect those patents which were not
granted with a specific set of claims
for Spain, and in which the product
claims were removed by means of
the translation.
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